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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 4 and 7 through 25, all of the clains
remaining in this application. Cains 2, 3, 5 and 6 have been

cancel ed.

The subject matter on appeal is directed to a
| apar oscopi ¢ surgical apparatus and a | aparoscopi c surgica
method. Cains 1 and 18 are illustrative of the subject matter on
appeal and a copy of those clains, as reproduced fromthe

Appendi x to appellants' brief, is attached to this decision.

The prior art references relied upon by the examner in
rejecting the appeal ed clains are:

Vi se 3,845,771 Nov. 5, 1974
Zar udi ansky 4,302, 138 Nov. 24, 1981

Scott S. Fisher (Fisher), “Tel epresence naster glove controller
for dexterous robotic end-effectors,” 726 Intelligent Robots and
Conput er Vi sion 396-399 (1986).

Claims 1, 4 and 7 through 25 stand rejected under

35 U S.C 8§ 112, first paragraph, as being based on a
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specification which fails to provide an adequate witten

description of

the invention and fails to adequately teach how to make the
invention. |In addition, with regard to independent clains 1

and 11 and the clains which depend therefrom the exam ner urges
that the specification, as originally filed, fails to provide

support for the invention as now cl ai ned.

Clainms 1, 11 through 13 and 18 through 20 stand
rejected under 35 U . S.C. § 103 as bei ng unpatentabl e over the

Fi sher publication.

Clainms 4, 7 through 10, 14 through 17 and 21 through 25
stand rejected under 35 U.S.C. 8 103 as bei ng unpatent abl e over
the Fisher publication as applied to clains 1, 11 through 13
and 18 through 20 above, and further in view of Zarudi ansky and

Vi se.

Rat her than reiterate the examner's full statenent

of the above-noted rejections and the conflicting viewoints
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advanced by the exam ner and appell ants regardi ng those
rejections, we nmake reference to the exam ner's answer (Paper No.
7, mailed March 16, 1995) for the exami ner's reasoning in support
of the rejections, and to appellants' brief (Paper No. 6, filed
February 24, 1995) and reply brief (Paper No. 9, filed May 15,

1995) for appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellants' specification and clains, to
the applied prior art references, and to the respective positions
articul ated by appellants and the exam ner. As a consequence of

our review we have reached the determ nati ons which foll ow

Looking to the exam ner's rejection of the appeal ed
clains under 35 U.S.C. § 112, first paragraph, we understand
this rejection to be based on both | ack of enabl enment and on the
| ack of a witten description to support the invention as now
claimed. Wth regard to the first of these grounds of rejection,
we observe that the first paragraph of 35 U.S.C. § 112 requires,

inter alia, that the specification of a patent (or an applica-
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tion for patent) enable any person skilled in the art to which
it pertains to make and use the clained invention. Although the
statute does not say so, enablenent requires that the
specification teach those skilled in the art to nmake and use the

i nvention w thout "undue experinentation.” |In re Wands, 858 F.2d

731, 737,

8 USPQ2d 1400, 1404 (Fed. Cr. 1988). That sone experinentation

may be required is not fatal; the issue is whether the anmount of
experinentation required is "undue." 1d. at 736-37, 8 USPQ2d at

1404.

Moreover, in rejecting a claimfor |ack of enabl enent,
it is well settled that the exam ner has the initial burden of

produci ng reasons that substantiate the rejection. See In re

Strahilevitz, 668 F.2d 1229, 1232, 212 USPQ 561, 563 (CCPA 1982);

In re Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 370 (CCPA
1971). Once this is done, the burden shifts to the appellant to
rebut this conclusion by presenting evidence to prove that the

di sclosure in the specification is enabling. See In re Doyle,

482 F.2d 1385, 1392, 179 USPQ 227, 232 (CCPA 1973),; cert. denied,
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416 U.S. 935 (1974); ln re Eynde, 480 F.2d 1364, 1370, 178 USPQ

470, 474 (CCPA 1973).

In the case before us, we believe the exam ner has not
met his burden of advanci ng acceptabl e reasons inconsistent with
enabl enment. Wiile we appreciate the exam ner's disconfiture over
t he sonmewhat schematic illustration of the invention in
appel l ants' draw ngs, the | ack of specific disclosure concerning

exactly how the fingers are attached to the distal end portion of

each of the | aparoscopic instruments, exactly how the fingers
are articulated in a working manner, and the paucity of details
concerni ng how a device of the small proportions required for

i ntroduction through a | aparoscopic trocar sleeve m ght be
fabricated and operatively attached to the various required

I i nkages and control nechani sns, we nonet hel ess do not find that
these issues individually or collectively rise to the level of

non- enabl ement .

It is our opinion that the level of skill in this art

(1.e, the art of mcro-robotics) is sufficiently high that the
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ordinarily skilled artisan woul d have been able to fashion a

| aparoscopi ¢ surgical apparatus of the type defined in
appel l ants' clains on appeal based on appellants' disclosure,

w t hout the exercise of undue experinentation, and that such
devi ce woul d be capabl e of operation in the manner cl ai med and
di scl osed by appellants. In this regard, we point to, and note
our agreenent with appellants' argunents on pages 8 through 13 of
the brief and in the reply brief. Like appellants, we note that
the exam ner's concern over the use of prior art references to
support appellants' view of the |level of know edge in the art is
m spl aced in a consideration of whether one skilled in the art

woul d have been

able to make and use the invention disclosed and clai med w t hout
undue experinmentation. The nere fact that nmaterial extraneous to
the originally filed disclosure, but knowmn to those of ordinary
skill in the art at the tinme of filing of the application, m ght
be relied upon by the artisan in making and using the disclosed

| apar oscopi c surgical apparatus is not fatal. As the Court nmade

clear in ln re Gaubert, 524 F.2d 1222, 1226, 187 USPQ 664, 667

(CCPA 1975), citing Martin v. Johnson, 454 F.2d 746, 751,
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172 USPQ 391, 395 (1972),
[e] nablement is the criterion, and every
detail need not be set forth in the witten
specification if the skill in the art is

such that the disclosure enabl es one to nake
the i nventi on.

The statenents by the exam ner regarding appellants
use of the prior art cited by the exam ner to show what one of
ordinary skill in the art would be expected to know and how one
skilled in the art would go about making the clained invention,
evidences to us that the examner's basis for this rejection is
prem sed on the m staken belief that only material set forth
expressly in appellants' disclosure is available to denonstrate
enabl ement. As the case law cited supra, and in appellants’
brief clearly indicates, that belief on the examner's part is

inerror. \Wien this error is coupled with the argunents of

appel l ants noted above and the fact that the exam ner has never
stated, maintained or established that a person of ordinary skil
in the art would be incapable of making and using the discl osed

i nvention wthout the exercise of undue experinentation, we are
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led to the conclusion that the exam ner here has failed to pro-

vi de accept abl e reasoni ng whi ch establ i shes non-enabl enent .

For the above reasons, we will not sustain the
examner's rejection of claims 1, 4 and 7 through 25 under 35
US C 8§ 112, first paragraph, as being directed to a non-

enabl i ng di scl osure.

Wth regard to the second of the exam ner's grounds of
rejection under 35 U.S.C. 8§ 112, first paragraph (i.e., that the
specification, as originally filed, fails to provide support for
the invention as now clainmed in independent clainms 1 and 11), we

note that as stated in In re Bowen, 492 F.2d 859, 864, 181 USPQ

48, 52 (CCPA 1974), the description requirenent of 35 U S. C

8§ 112, first paragraph, "is that the invention clained be
described in the specification as filed." It is not necessary
that the clainmed subject matter be described identically, but the

di sclosure originally filed nust convey to those skilled in the
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art that the applicant had invented the subject matter |ater

claimed. See In re Wlder, 736 F.2d 1516, 1520, 222 USPQ 369,

372 (Fed. Cir. 1984) cert. denied, 469 U S. 1209 (1985).

In this instance, we are in agreenent wth the exam -
ner that the disclosure as originally filed would not convey to
those skilled in the art that appellants had invented the sub-
ject matter now clained. Independent claim1l sets forth a
cauterization neans including a laser-transmtting optical fiber
that is at least partially connected to the | aparoscopic
instrunment at the distal end portion and, as added in the
amendnent filed August 1, 1994 (Paper No. 3), further indicates
that the laser-transmtting optical fiber is connected to the
i nstrunment "independently of notions of said fingers in response
to said actuator neans.”" A simlar limtation is set forth in
i ndependent claim 11 regarding a fluid transfer means being at
| east partially connected to the | aparoscopic instrunment at the
distal end portion "independently of notions of said fingers in

response to said actuator neans."”

10
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In the specification and in Figure 3 of the application

drawings, it is clearly indicated that the laser-transmtting

optical fiber (66) and the fluid transfer tube (71) are each
attached to one of the manipulating fingers (75 and 74,
respectively) and extend to a tip thereof. Gven this

di scl osure, we see no way that these elenents can be said to be
connected to the distal end portion of the | aparoscopic

i nstrunment "independently of notions of said fingers in response
to said actuator neans.” On the contrary, the connection of these
elenments to the distal end of the instrument in the manner
disclosed clearly will require that those el enents nove with the
fingers to which they are attached in response to novenent of the

fingers by the actuator neans.

Appel l ants' assertion in the brief and reply brief that
these limtations are intended to distinguish prior art according
to which an instrunment (such as a laser-transmtting optical
fiber or a fluid transfer tube) nay be grasped by the fingers of
a robotic hand, has been considered. However, we are not

convi nced by appellants' argunment that the | anguage used in these

11
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clains nerely conveys that the attached instrunents remain
attached to the | aparoscopic robotic hand irrespective of
notions of the fingers. Fromour perspective, the clear inport

of the claimlanguage in clainms 1 and 11 on appeal is that the

cauterization neans and the fluid transfer neans are connected to
the distal end portion of the instrument "independently of
notions of said fingers in response to said actuator neans,"

i.e., that the fingers may be noved by the actuator neans w thout
the cauterization neans and the fluid transfer neans bei ng noved
at the same tine. This is clearly not what the originally filed
di scl osure of appellants' application would have conveyed to one

of ordinary skill in the art.

I n accordance with the foregoing, we will sustain the
exam ner's rejection of independent clains 1 and 11, and of the
cl ai ms which depend therefrom(i.e., clains 4, 7 through 10 and
12 through 17) under 35 U. S.C. § 112, first paragraph, based on
the lack of a witten description supporting the invention as

now cl ai ned.

12
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We next |l ook to the examner's prior art rejection
of appealed clains 1, 11 through 13 and 18 t hrough 20 under
35 U.S.C. 8 103 as being unpatentabl e over the Fisher
publication. 1In this regard, the exam ner has taken the position
that given the general know edge and recognition of the sizing of

tools and instrunentation for |aparoscopic procedures, one of

ordinary skill in the art would "recognize the potential of the
robotic tools and instrumentation of the Fisher teaching for

| aparoscopi c use, particularly in a conceptual sense .

(answer, page 9) thereby rendering appellants' clainmed invention

obvious. W do not agree.

The |l aw fol |l owed by our court of review, and thus by

this Board, is that "[a] prim facie case of obviousness is

establ i shed when the teachings fromthe prior art itself would

appear to have suggested the clainmed subject matter to a person

of ordinary skill in the art.” In re Rinehart, 531 F.2d 1048,

1051, 189 USPQ 143, 147 (CCPA 1976). See also In re Lalu

747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. Cir. 1984) ("In

determ ning whether a case of prinma facie obviousness exists, it

13
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IS necessary to ascertain whether the prior art teachings would
appear to be sufficient to one of ordinary skill in the art to

suggest making the clained substitution or other nodification.")

Absent reliance on appellants' own discl osure, our
review of the Fisher publication applied by the exam ner reveals
no teachi ng, suggestion, or incentive which would have | ed one of

ordinary skill in the art to nodify the robotic surgical device

seen on page 6 of the Fisher publication, or only the arns and
hands of such a robotic device, so as to provide a | aparoscopic
instrunment having a distal end insertable through a | aparoscopic
trocar sleeve into an abdomi nal cavity of a patient, as is
required in appellants' independent clains 1 and 11 on appeal .
Wth regard to appellants’' nmethod claim 18, we find nothing in
the Fisher publication that relates in any way whatsoever to a

| aparoscopi ¢ surgical nethod conprising, inter alia, the steps of

provi ding a | aparoscopic instrunent having a distal end portion
including a plurality of at |east partially opposable articul ated
mani pul ating fingers, and inserting said distal end portion

t hrough a | aparoscopic trocar sleeve into an abdom nal cavity of

14
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a patient. For these reasons alone, we would refuse to sustain
the examner's rejection of clains 1, 11 through 13 and 18

t hrough 20 under 35 U.S.C. § 103 based on the Fisher publication,
since we consider that the exam ner has engaged in the

i nperm ssi bl e use of hindsight in concluding that appellants

cl ai med i nvention woul d have been obvious fromthe disclosure of

the Fi sher publication.

Moreover, we nust al so agree with appellants that none

of the references relied upon by the exam ner, whether viewed

individually or collectively, would have suggested using a
robotic instrunent like that of the clains on appeal in

| aparoscopi ¢ surgery, or disclose or suggest a laser-transmtting
optical fiber for cauterizing organic tissue (claiml), or a
fluid transfer neans for conveying fluid between a patient's
abdom nal cavity and an environnment external to the patient
(claim11), connected to the distal end of such an instrunment in
the manner set forth in clains 1 and 11 on appeal. Thus, even
when the teachi ngs of Zarudi ansky and Vise are taken into

consideration in the rejection of clains 4, 7 through 10, 14

15
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t hrough 17 and 21 through 25 under 35 U.S.C. § 103, these
references do not supply the deficiencies noted above with regard

to the Fisher publication.

Accordingly, we conclude that the exam ner has failed

to make out even a prima facie case of obviousness with regard to

the subject matter of clains 1, 4 and 7 through 25 on appeal .

To sumarize our decision, we note that the examner's
rejection of appealed clainms 1, 4 and 7 through 25 under 35
US C 8§ 112, first paragraph, based on |ack of an enabling

di scl osure has been reversed, but that the rejection of clains 1,

4, 7 through 10 and 11 through 17 under 35 U.S.C. 8§ 112, first

par agr aph, based on the lack of a witten description supporting
t he invention as now cl ai mred has been sustained. The exam ner's
rejections of the appealed clains under 35 U.S.C. § 103 have not

been sust ai ned.

It follows fromthe foregoing that the decision of the

examner is affirnmed-in-part.

16
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No tinme period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART

JAMES M MEI STER
Adm ni strative Patent Judge

BOARD OF PATENT
NEAL E. ABRAMS APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

N N N N N N N N N N N N
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Col eman & Sudol
261 Madi son Avenue
New Yor k, NY 10016
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APPENDED CLAI M5

1. A | aparoscopic surgical apparatus conprising:

a |l aparoscopic instrunent having a distal end portion
i nsertabl e through a | aparoscopic trocar sleeve into an abdom nal
cavity of a patient, said distal end portion including a
plurality of at |east partially opposable articul ated
mani pul ati ng fingers;

a glove having a plurality of hollow finger parts;

position sensing neans operatively connected to said
gl ove for detecting positions and configurations of said holl ow
finger parts upon insertion of a surgeon’s hand into said gl ove
and upon novenent of said finger parts by said surgeon during a
| apar oscopi ¢ procedure;

actuator neans operatively connected to said sensing
means and to said instrument for noving said mani pul ating fingers
to essentially duplicate positions and configurations of said
finger parts in response to signals fromsaid sensing neans; and

cauterization neans including a laser-transmtting
optical fiber for cauterizing organic tissues of the patient,
said optical fiber being at |least partially connected to said
instrunment at said distal end portion independently of notions
of said fingers in response to said actuator neans.

18. A | aparoscopic surgical nmethod conprising the
st eps of:

provi ding a | aparoscopic instrunent having a distal end
portion including a plurality of at |east partially opposable
articul ated mani pul ating fingers;

inserting said distal end portion through a
| apar oscopic trocar sleeve into an abdom nal cavity of a patient;

automatically detecting positions and configurations of

a surgeon’s fingers upon novenent of said surgeon’s fingers
outside of the patient during a | aparoscopi c procedure; and

-Al-
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automatically noving said mani pulating fingers to
essentially duplicate positions and configurations of the
surgeon’s fingers in response to signals fromsaid sensing neans.

“A2-



